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DETALED ACTIONS 
Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 6, 7 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tateishi (US Patent No. 5,383,177) in view of Payne et al (US Patent No. 6,347,395) hereinafter 
referred to as Payne, 

a) In Regarding to Claim 1: Tateishi disclosed a method for testing a packet switching 
device (see col. J lines 6-13) having an expansion port configured for transferring data according 
to a prescribed protocol, the method comprising: 

receiving by an external logic unit an expansion port frame from the expansion port via 
an expansion bus (see Fig.l: block la (external logic unit); col.9 lines 34-40 (expansion port 
frame); in Fig J, wherein the position at Output Highway Data that connected to OWi - OWn 
(expansion bus) is considered as an expansion port of the device under test at the block 6)\ 

generating by the external logic unit a new expansion port frame based on reception of 
the expansion port frame (see colli line 30-31: the packet section 21 generates the packet 
data); and 

outputting the new expansion port frame onto the expansion bus for reception by the 
expansion port of the packet switching device (see colli lines 31-33: The packet data are 
transferred to one input highway IWl (expansion bus)). 
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Tateishi failed to explicitly disclose a network switch chip to be tested as a claimed 
subject matter of the Applicants. 

Payne disclosed such a network switch chip (seeFigJ'2: block 3 10) 
At the time of the invention, it would be obvious to a person of ordinary skill in the art to 
combine such a network switch chip, as taught by Payne with Tateishi, so that any integrated 
circuit can be tested by using the testing apparatus of Tateishi, The motivation for doing so 
would have been to overcome a cost in testing complex custom chip designs (see Payne: col. J 
line 39 - col. 2 line 4), Therefore, it would have been obvious to combine Payne with Tateishi in 
the invention as specified in the claim. 

b) In Regarding to Claim 7: the claimed subject matters of this claim are the same as 
that of claim 1. Therefore, the rejections to the claim 1 would apply to reject this claim, in a test 
system as taught. 

c) In Regarding to Claims 6 and 11: Tateishi disclosed all aspects of these claims as 
set forth in claims 1 and 7, respectively. 

Tateishi failed to explicitly disclose the external logic unit is implemented using a field 
programmable gate array. 

Payne disclosed such an external logic unit is implemented using a field programmable 
gate array (see Fig.3-1: block 232 FPGA). 

At the time of the invention, it would be obvious to a person of ordinary skill in the art to 
combine such an external logic unit is implemented using a field programmable gate array, as 
taught by Payne with Tateishi, so that a plurality of integrated circuits (IC), which are 
implemented into a bigger IC such as a FPGA, can be tested with the testing apparatus of 
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Tateishi, The motivation for doing so would have been to provide internal signals on a block 
under test can be easily be inspected by simply routing those signals to pins on the FPGA (see 
Payne: col. 6 lines 55-58). Therefore, it would have been obvious to combine Payne with 
Tateishi in the invention as specified in the claims. 

3. Claims 2-5 and 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tateishi (US Patent No. 5,383,177) in view of Payne et al (US Patent No. 6,347,395) as applied 
to claims 1, 6, 7 and 1 1 above, and further in view of Fowler et al (US Patent No. 5,721,728) 
hereinafter referred to as Fowler. 

a) In Regarding to Claim 8: Tateishi disclosed all aspects of this claim as set forth in 
claim 7. 

Tateishi failed to explicitly disclose the external logic unit is configured for generating 
the new expansion port frame by changing data within the received expansion port frame. 

Fowler disclosed such a changing data within the received expansion port frame (see 
col 5 lines 53-59: The application layer 14c the generates a second user portion based on the 
test parameters). 

At the time of the invention, it would be obvious to a person of ordinary skill in the art to 
combine such a changing data within the received expansion port frame, as taught by Fowler 
with Tateishi, so that frames can be used in different purposes. The motivation for doing so 
would have been to provide a second user portion having a data structure that may comprise a 
second user portion of a test message (see Fowler: col 5 line 65 - col. 6 line 2). Therefore, it 
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would have been obvious to combine Fowler with Tateishi in the invention as specified in the 
claim. 

b) In Regarding to Claim 9: Tateishi disclosed all aspects of this claim as set forth in 
claims 7 and 8. 

Tateishi failed to explicitly disclose the external logic unit is configured for changing 
data by parsing a header of the expansion port frame to retrieve a source address value from a 
source address field and a destination address value from a destination address field, the external 
logic unit inserting the source address value into the destination address field, and the destination 
address value into the source address field, of the new expansion port frame. 

However, Fowler disclosed a called party field and a calling party field corresponding to 
a called party address and calling party address, respectively. When generating a new data (ph-ph 
packet), application processor uses the corresponding data in the ph-ph packet to generate the 
called party field and the calling party field as illustrated in Fig.2; wherein the called party field 
is set equal to the called party address block of test parameters as shown in Fig.3, and the calling 
party field is set equal to the original called party information passed within the ph-ph packet 
(see col 10 lines 10-24). Therefore, it would be obvious that Fowler disclosed such the claimed 
subject matters of the instant claim. * 

At the time of the invention, it would be obvious to a person of ordinary skill in the art to 
combine such claimed subject matters of the instant claims to the packet, as taught by Fowler 
with Tateishi, so that a desired packet can be generated without creating a new data for the 
packet header of the packet. The motivation for doing so would have been to provide suitable 
facilities for adequately testing the segmentation and reassembly functionality of signal 
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connection control parts and an application layer (see Fowler: col. 2 lines 1-9). Therefore, it 
would have been obvious to combine Fowler with Tateishi in the invention as specified in the 
claim. 

c) In Regarding to Claim 10: Tateishi disclosed all aspects of this claim as set forth in 
claims 7-9. 

Tateishi failed to explicitly disclose the external logic unit is configured for inserting a 
new device identifier value into a device identifier field in the new expansion port frame. 

Fowler disclosed such inserting a new device identifier value into a device identifier field 
in the new expansion port frame (see col. 4 lines 61-63: PH Number Byte 53 contains a value that 
identifies the second protocol handler 14). 

At the time of the invention, it would be obvious to a person of ordinary skill in the art to 
combine such inserting a new device identifier value into a device identifier field in the new 
expansion port frame, as taught by Fowler with Tateishi, so that a desired packet header can be 
generated without creating a new data for the packet header. The motivation for doing so would 
have been to provision time efficiency and avoid error when creating a new data. Therefore, it 
would have been obvious to combine Fowler with Tateishi in the invention as specified in the 
claim. 

d) In Regarding to Claims 2-4: these claims are rejected for the same reasons as claims 
8-10, respectively because the apparatus in claims 8-10 can be used to practice the method steps 
of claims 2-4, respectively. 

e) In Regarding to Claim 5: Tateishi disclosed all aspects of this claim as set forth in 
claims 1-4. 
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Tateishi failed to explicitly disclose the external logic unit is implemented using a field 
programmable gate array. 

Payne disclosed such an external logic unit is implemented using a field programmable 
gate array (see Fig.3-1: block 232 FPGA). 

At the time of the invention, it would be obvious to a person of ordinary skill in the art to 
combine such an external logic unit is implemented using a field programmable gate array, as 
taught by Payne with Tateishi, so that a plurality of integrated circuits (IC), which are 
implemented into a bigger IC such as a FPGA, can be tested with the testing apparatus of 
Tateishi, The motivation for doing so would have been to provide internal signals on a block 
under test can be easily be inspected by simply routing those signals to pins on the FPGA (see 
Payne: col. 6 lines 55-58). Therefore, it would have been obvious to combine Payne with 
Tateishi in the invention as specified in the claim. 

Allowable Subject Matter 

4. Claims 12-19 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

Response to Remarks 

5. Applicant's arguments filed on August 17, 2004, wherein claim 7 is amended and claims 
12-19 are added, have been fully considered but they are not persuasive. 
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6. Claims 1, 6, 7 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tateishi (US Patent No. 5,383,177) in view oi Payne et al (US Patent No. 6,347,395). 

Although each of the independent claims 1 and 7 specifies testing a network switch chip , 
Ta/e/^/^/. specifies testing a packet switching device namely the under-test device 6 (see coil 
lines 6-13 and Fig.l). This is a principle subject matter of Tateishi that differed from the 
Applicant's instant claims. However, Payne disclosed such a network switch chip (seeFig,3-2: 
block 310). Please see the motivation in the section 2 above. 

In the previous Office Action, Examiner had an interpretation in a different way relating 
to the external logic unit and expansion port; such an interpretation is not very suitable as that of 
the instant claims. In this Office Action, Examiner considers the packet switching testing 
apparatus and under-test device of Tateishi as the external logic unit and network switch chip of 
the instant claims, respectively. 

With the claimed subject matter of generating by the external logic unit a new expansion 
port frame based on reception of the expansion port frame. Based on the control information 
adding section 27 and control information determining section 37 in Fig.l 1 and that of a flow 
chart shown in Fig. 12, a new expansion port frame is generated based on reception of the 
expansion port frame because if a disposed packet received by the receiving section of the packet 
switching testing apparatus with a disposal flag sets to "1" (i.e. fail) (see Fig.l2 steps 507 and 
508), the transmitting section of the packet switching testing apparatus will have to re-initialize 
or reset the disposal flag in a new packet for a next test (see col. 11 line 60-col.l2 line 34). 

Furthermore, Examiner respectfully disagrees with the Applicants that Tateishi neither 
discloses nor suggests and an expansion port or an expansion bus. In fact, Tateishi does disclose 
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an expansion bus as the instant claims (see FigJ: bus OWi - OWn of the device under test at the 
block 6, which would be considered as the expansion bus of the instant claims). 

With the disclosures of Tateishi, all claimed subject matters of the claims 1 and 7 have 
been disclosed by Tateishi, except for a tested network switch chip that was described above; 
and therefore, the rejection to the claims 1 and 7 is still maintained. 

Claims 2-5 and 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tateishi (US Patent No. 5,383,177) in view of Payne et al (US Patent No. 6,347,395) as applied 
to claims 1, 6, 7 and 1 1 above, and further in view of Fowler et al (US Patent No. 5,721,728). 

This rejection is respectfully traversed and considered. However, the rejection is still 
maintained as the reasons that have been described in section 3 above. 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi*om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory acfion is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory acfion. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final acfion. 
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Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Anthony T Ton whose telephone number is 571-272-3076. The 
examiner can normally be reached on M-F: 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ken Vanderpuye can be reached on 571-272-3078. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Patent Examiner 
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